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Remarks 

Applicant thanks the Examiner fo? klndh indicating that claims 40-42 are 
allowable. 

Claim 1 has been amended. Claims 2-6 have been cancelled without prejudice, 
t is been amended necpouuc she lm.m \ 1S4 1 idm<: 

j c nad peed pro itiou and n )t\ I f < p ie i' s ^ 

Applicants reserve the right to prosecute claims 1-6 in ihei.t original form n a « onflnuing 
application. 

Applicant submits that the amendment to claim 1 renders moot the rejection of 
claims C 5, 10, 11, 16 and 17 under 35 U.S.C. § 102(h) over Rabuse et al. (U.S. Patent 
No I 1 < n |i - v 'b u Co ouudu.ixsi 

Claim \, previously pending claims 2-4, stands rejected under 35 U.S.C. § 103 
over Rabuse et al. in view of Swanson et al (WO/007SS2). 

Rabuse et. ah disclose a roil of adhesive tape that includes an antistatic coating on 
die edge of the rod. The antistatic coating consists of a soft plastic or a waxy organic 
con v m ionic compound thai is ca| i 

antistatic conductivity. 

Swanson et al. is directed to nonwoven sheet materials. 

Claim L which now incorporates the language of previously pending claims 2-4. 
- circled n>, n evoe o k d r\ m as edge face of a roil of pressure sensitive 
adhesive ap i'he uu.ho< inc i icon .mo m edgi fact th roll »f t p 
noi i v v. i \ y ci diet ' ^< itun sat includes water and a illn mg agent and 
drying the composition. The ill no forming agent includes a polymer selected from the 
group consistin: o ethylene vinyl acetate, polyvinyl acetate poiyvh y! chloride, 
eel ulov \o than n; ! res d combinai icreof. It ui ed 1 
Rabuse et al. tail to teach the film-formers now recited in claim 1 . Rabuse et al. also do 
not e> essly teat eth of detackifym the edge face o pn e e 

Swanson et al. do not cure the deficiencies of Rabuse et al. To establish a prima 
i c eo b\ usi s b d upon prt ose 1 combina n eference en must y. 
eaehh s hot or motivation in I prioi irt fo making bx proposed 
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combi uioti See M.P.E f 1 12 1 u \t Ur 

ikfCt M> t j ^ M s s Ik ^ M1M ^2 .J ( r 1W 

Hem there is no such teaching, suggestion or motivation. For .mem, * ; \- , M \ R.t mvss 
grounds to be proper, the rejection must contain some articulated reasoning having some 
itional in it sg to m\ th< gai coi ch - on n obviousness < s ! c 
rejection must set forth some explanation of the reasons why one of ordinary skill in the 
art would have been motivated to select the references and combine them in such a 
manner so as so render the chimed invention obvious, in re Rouffet. 149 lend at 13567- 
1359; see also In re Kahn 441 F.3d at 988 -citing Cross Med Prods. Inc. \>. Medtronic 
Sofamor Danek, inc., 424 P. 3d 1293, 1321-24 (Fed, Cir. 2005). The February 22, 2006 
Office action, by reference to the January 10, 2005 Office action, notes that Swanson et 
al. list various polymers at page 1 8, lines 1.8-25 thereof and takes the position that 

jl'jt would have been obvious to erne of ordinary skill in the art ... to modify the 
method of Rabuse et ah by incorporating the polymer components of Swanson et 
a!., in the coating composition to provide coating materials [thai] ... bind to 
fibrous sheet tape materials.'" 
See January 10'" Office action, page 3. As a preliminary matter, Applicant notes that the 
exact manner in which the Rabuse et al and Swanson et ah references are being 
combined is not fully understood. In the event the rejection is maintained. Applicant, 
respectfully requests clarification. 

< t o- leach o est "ftbroi t tape materia use et al 

1st. I c i l C I L. 1 V i i U 

sheet tape materials." Instead Rabuse et al disclose an antistatic coating for use on the 
edge of a tape, the backing of whi f * 1 t ell hi ta 

include cellulose acetate film and polyvinyl chloride film (see Rabuse et al.. col. 4. lines 
48-50). Rabuse et ah do not teach or suggest backings that are "fibrous sheet tape 
materit - erefore the nm rtion illeged in t e brua 12 ![ s* < tion 1 
combining Rabuse et al and Swanson et al has toba so.fsupps ti R.abus el t 

he / o - m comomuUon of Rabu ' s ^ 

for at least the following additional reasons. The cited passage from Swanson et ah 
refers to binders for use on fibrous webs. In particular, Swanson et al, disclose, 



6 



U.S.S.K 10/633.240 



""Whatever chemical binder is employed, it should have an affinity for, and readily bind 
with, the tensilized nonfacturabie staple libers and/or binder fibers comprising the fibrous 
web." Swanson et a!., page 18, lines 15-17. Swanson et ah disclose saturating the fibrous 
webs with the binder (see let. at page SO, lines 10-1 1 ). Swanson ei ai. further disclose that 
the bindc pii hie fibrous web c c ies sucl k igih, tear 

and hand (see id, at page 19, lines 3-9). Swanson et ai. do not eat r sugges fain 
abo at >i repositions i th* >indet < >sed therein i an antistatic 
u>ts(!\ v v t ~ \ ( ) s ' . ! ii- Hon ot K ibi v u o> v < - d 
disclosed therein on the edge race of a roll of tape, Therefore the skilled artisan familiar 
with. Rabuse et ai. would have no reason to look to Swanson et ai and further would find 
Swanson et ah to have no bearing on the antistatic composition of Rabuse et ai. 

Rabuse et ah disclose. "A suitable coating composition ceo be a blend of a water-- 
m> ubk n a a > j t a ■> h i Loh 1 R ib < , ! , v. 1 
(Emphasis added.) Vinyl acetate, polyvinyl acetate, polyvinyl chloride, polynrelhane 
and acrylic resin are not water soluble. Thus the skilled artisan would have no reason to 
select \ ml kct . < vim 1 acetate pmhwrol iloraie poKi ethane or acrylic resin 
from Swanson et al. and further would refrain from doing so in hah- < Rabuse et al \ 
requirement v er sofuhiiit} ho ! s ht iddi o < \ >pik uhmit's 
that the rejection of claim 1 (i.e., previously pending claims 2-4) under 35 U.S.C. § 103 
over Rabuse et ah in view of Swanson et al. has been overcome and requests that it he 
withdrawn. 

Claims 10, 1 1, 16 and 17 depend fi nu n 1 and re dis ngui able i tier 35 
i s 102 er Rabuse t in vi f Swanson ei al s ie rt 

set forth above in dishnguishing claim I - 

\ i d i i i endment hum i i rs i t the rejectic 
claim 6 under 35 U.S.C. § 103 over Rabuse et. ah, claims 7 and 8 under 35 U.S.C. § 103 
over Rabuse et al. in view of Hawley's, claim 9 under 35 U.S.C". § 1 03 over Rabuse et ai. 
in view of Koshar et al. claim 12 under 35 U.S.C. § 103 over Rabuse et ai. in view of 
Larimore ei al. (U.S. 4/751 JOS), and claims 14-1 5 under 35 U.S.C. § 103 over Rabuse et 
al. iio v x ^ v * < ( \ s i \ j { l t it !l u be i 
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Phdfe being no further rejecti use rec rd \pplica sub stha he application 
is in condition for allowance and respectfully requests action in accordance therewith. 
Applicant invites the Examiner to telephone the undersigned at the number set forth 
below should a teleconference interview facilitate prosecution of the application. 

ic Cm u ? i fbori/ed to charge naMc tax b 

required and to credit any overpayment to Deposit Account No, 501 J 71 . 

Respectfully submitted, 



Date \prti .1 :00p 

\ 50! Out 1 - f 

Reg. No. %m 

Allison Johnson, P. A. 
hake Calhoun Executive Center 
3033 Excelsior Blvd., Suite 467 
Minneapolis, MN 554.16 
Telephone (612) 929-0700 
Facsimile (612) 929-0706 
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